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Your Fractional Chief Intellectual Property Officer

While it is common knowledge that 80% of the value of a 
company today is made up of intangible assets, it is recent 
patent monetization events such as the $4.5B sale of Nortel’s 
patent assets, the $12.5B acquisition of Motorola and their 
17,000 patents by Google, and the $315M patent infringement 
award in the i4i vs. Microsoft case, that have awakened boards 
of directors to the strategic value of intellectual property and 
in particular the need for and value of patent assets within 
their companies. These events have led to the rise and strate-
gic prominence of a C-suite function within Fortune 500 and 
large cap companies – the Chief Intellectual Property Officer, 
or CIPO. 

The role of the CIPO is to strategize and operate at the inter-
section of IP, technology and business. Commercial focus is 
key as the CIPO must understand where IP fits into the busi-
ness strategy and must align an IP strategy with the overall 
business strategy. For many companies, the primary responsi-
bilities of the CIPO are to assure the effective development and 
optimal value of the company’s IP and patent assets but more 
and more it now includes the effective monetization of these 
increasingly valuable assets. The ideal CIPO should be a pas-
sionate IP strategist with a broad knowledge and experience 
base in all aspects of intellectual property and its monetization.

The CIPO must align an IP strategy with 
the overall business strategy.

The role of a Chief Intellectual 
Property Officer



Competitive Advantage

Strategic 
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Sadly most SMEs and technology rich early stage growth com-
panies don’t have anyone in the role of CIPO. This often results 
in patent strategy becoming an after thought despite increas-
ing evidence that demonstrates how shareholder value is 
significantly enhanced when the enterprise has a well thought 
out and documented patent strategy that includes a plan to 
monetize its patent assets.  

Companies that embrace the 
development of an overall patent 
strategy have a competitive advantage.

For many SMEs and technology rich early stage growth com-
panies, patent strategy simply means engaging outside patent 
counsel to file a patent application related to a particular R&D 
project. But patent strategy is much more than this and com-
panies that embrace the development of an overall patent 
strategy have a competitive advantage and a key differentiator 
in their market. At PMI we believe that SMEs and technology 
rich early stage growth companies have an opportunity to 
leverage greater shareholder value by embracing the CIPO role. 
However, because of the asymmetric knowledge that exists 
today in the field of intellectual property, it is difficult to find 
candidates with both the commercial business acumen and 
extensive practical commercial experience in the patent field. 
This also means that it can be very expensive to fill the role of 
CIPO. PMI recognized this gap in the market and has developed 
a cost effective solution to fulfill this need.

Who performs the CIPO role in 
SMEs and technology rich early 
stage growth companies? 
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Our extensive knowledge and experience in all aspects of 
patent strategy and patent monetization, coupled with our 
passion for IP, makes PMI uniquely positioned to fulfill the 
strategic aspects of the role of Fractional CIPO for a much 
more attractive investment than what you would commit to 
this role if you could find a suitable full time candidate. In the 
role of Fractional CIPO, PMI will help craft your patent strategy 
and then identify patent tasks that will enhance shareholder 
value, source from our network of trusted associates the best 
individuals or firms to perform these tasks and obtain your 
approval to engage these individuals or firms on a fee-for- 
service basis as required.

In return for a manageable monthly 
retainer, PMI will:

1) Attend meetings or conference calls with senior management, 
board of directors or special committees of the board, as 
required, to initially gain enough insight into your company to 
assist in the development of an overall IP and patent strategy 
and to continually ensure alignment of your IP and patent 
strategy with your corporate strategy. 

2) Identify patent tasks or patent work product that is required to 
execute this patent strategy to enhance shareholder value. 

3) Source from our network of trusted associates the best 
individuals or firms to execute these tasks and develop this 
work product and obtain your approval to engage these 
individuals or firms on a fee-for-service basis as required.

4) Provide management and financial oversight of all fee-for-
service patent tasks approved by you.

5) Provide a monthly summary of important events happening in 
the continuously evolving world of patents as an asset class.

6) Create a repository of all patent tasks and work product to 
support any future due diligence process. 

7) Create an annual “Patent Business Plan” that describes your 
overall patent strategy and summarizes patent work product 
such that your patent assets become a competitive advantage 
and a key differentiator for your company. This will enhance 
shareholder value by providing you with valuation leverage 
during any new financing transaction, joint venture negotiation, 
M&A transaction or other shareholder liquidity event. 

PMI is uniquely positioned to fulfill 
the role of Fractional CIPO for a 
much more attractive investment 
than what you would commit to a 
suitable full time candidate.

PMI solution: 
the Fractional CIPO
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For issued patents, PMI will identify potential infringers and once 
identified will develop preliminary infringement claims charts 
that show step-by-step infringement mapped to target infringers 
products. If your company has had interactions with any target 
infringers, PMI can assist in the documentation of the invention 
story and chronology of events that identifies the key interac-
tions with target infringers. This could help establish willfulness 
in a future litigation suit or help you engage a contingency 
litigation firm on more favorable terms. PMI can also develop 
a detailed interactive financial model of potential damages 
taking into account current patent litigation cases and Federal 
Circuit and Supreme Court decisions that could impact damages 
theories. If after the above is completed and a strategic business 
decision is made to litigate, then PMI’s Patent Monetization 
Services offering can provide the expertise to strategically 
manage the litigation.

The patent world has changed as a result of the America Invents 
Act. Inter Partes Review, Post Grant Reviews and Covered 
Business Method Proceedings now make it possible to contest 
the validity of patents through a form of litigation at the USPTO. 
PMI can design a strategy to conduct due diligence on competi-
tors patents and to find prior art to effectively use these avenues 
to put your competitors on the defensive and potentially invali-
date their patents. Conversely, if your patents are challenged, PMI 
can source the legal specialists required to fight this challenge at 
the USPTO.

If you are the target of a patent infringement case PMI can use its 
extensive expertise in managing plaintiff litigation to help you 
chose appropriate cost effective litigation counsel and to manage 
the litigation process to minimize the drain on management re-
sources and to identify areas where tight strategic management 
of defense counsel will minimize litigation expense.

PMI can help you further develop your patent assets. We 
can facilitate meetings with key R&D staff for the purpose of 
identification of patentable ideas and source PMI trusted asso-
ciate patent prosecution firms to develop patent applications 
and prosecute patents. We can perform 3rd party patent and 
non-patent prior art studies to enhance the validity and value 
of your patent applications. Other services include developing 
a competitive patent landscape to identify areas of patenting 
opportunity or to help you understand where patent protec-
tion has already been granted and to ensure that a proactive 
work around strategy is in place before product development 
takes place. We can also analyze your existing patent portfolio 
to identify key patents that are mapped to your products and 
identify patents that may no longer be core to your business 
and could be monetized through sale or some other means.

Using a detailed competitive patent landscape analysis, PMI 
can identify strategic patent assets that would enhance 
your patent portfolio and use our buy side patent brokerage 
services to attempt to acquire those assets on your behalf. 

PMI can analyze the competitive patent landscape and con-
tinually keep abreast of patenting activity of competitors 
and potential competitors. This service can be provided as an 
online competitive intelligence tool to monitor patent filings 
on an ongoing basis so that you are constantly aware of your 
competitors research and development focus. Through the 
analysis of a competitive patent landscape, PMI can also assist 
in the identification of strategic partners or potential licensees 
of your patents or products.

Sample Patent Tasks or Work 
Product Available as a  
Fee-for-Service  Patent Litigation Services

Patent Asset  
Development

Patent Asset  
Acquisition

Competitive Intelligence 
& Strategic Partnership

Litigation Awareness 
and Due Diligence

Patent Office  
Litigation

Defensive Patent 
Litigation
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Get in Touch
For more information, contact:

Paul Cannata 
Principal and Managing Director 
pcannata@patentmon.com 
416 792 1586

Michael J. Cannata 
Founder and Principal 
mcannata@patentmon.com 
905 773 2207

PMI can identify non-core patent assets and use our sell side 
patent brokerage services to create value from these assets. 
We can also use our sell side patent brokerage services 
to monetize core patent assets with a license-back to the 
company as an alternative means of raising non-dilutive capital. 

PMI can develop a strategy for licensing patent assets to 
non-infringing 3rd parties. This may include identifying alter-
native fields of use for core and non-core patent assets. PMI 
can also develop a strategy for licensing patent assets where 
there is evidence of infringement although this may require 
the filing of a patent litigation action in order to achieve 
productive discussions leading to settlements with target 
infringers or licensees.

PMI can develop a patent litigation business strategy and use 
its extensive experience in managing high profile US patent 
litigations to source appropriate contingency, hybrid contin-
gency or a full fee patent litigation firm to litigate patents 
that are being infringed. PMI can also negotiate cost effective 
engagement agreements with selected litigation counsel and 
provide patent litigation case management services as the 
business strategists between you and your litigation counsel. 
PMI can also source specialized capital, if required, to fund 
patent litigation.

Patent Monetization Services

Bay Adelaide Centre – East Tower 
22 Adelaide Street West 
Suite 3600, 
Toronto, Ontario  M5H 4E3

Phone: 416 792 1586 
Fax: 416 849 0419

Sale of Patent Assets

Licensing of Patent 
Assets

Patent Litigation 
Settlements and Awards
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